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DETAILED ACTION 

Response to Amendment 

1 . This action is in response to the amendment mailed March 30, 2009. 

Claims 9-10, 12 have been amended, claims 18 and 26-27 were cancelled and claims rendering 
claims 9-17, 19-25 and 28-37 pending. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 103(a) 

3. Claims 9-16, 19-25 and 28-37 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Satani et al (EP 1270203). 

Satani discloses a heat shrinkable polyolefin film comprising surface layers (12) 
composed of a resin material containing a cyclic olefin resin as a main component and 
an intermediate layer (14) composed of a resin material containing a polyethylene resin as a main 
component and cyclic olefin (page 2, lines 41-48 and page 3, lines 43-44). 
Satani further teaches the cyclic olefin material of the surface layers can be mixed with 
polyethylene (page 4, lines 7-10) where 80% by weight of the surface layers can be cyclic olefin 
copolymer resin and 20% by weight of the surface layers can be polyethylene (page 6, lines 41- 
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46) which meets the mass ratio limitation of surface layer (I). Satani discloses the polyethylene 
resin of the intermediate layer can be linear low density polyethylene (page 3, lines 22-26) where 
Applicant's instant specification discloses linear low density polyethylene resins has a crystal 
melting peak temperature (Tm) that is no greater than 125°C, as measured with a differential 
scanning calorimeter (DSC) on page 14, line 1 through page 15, line 9. The film is heat 
shrinkable in the direction of main shrinkage (page 4,lnes 38-40). Satani discloses three or more 
layers comprising two surface layers and an intermediate layer (page 3, lines 10-14). Because 
there can only be two surface layers, it is reasonable to expect multiple intermediate layers, such 
as three intermediate layers, between the surface layers, where the intermediate layer (14) 
comprises both a polyethylene and cyclic resin, which meets the requirements of claimed layers 
II and III and the layer arrangement of (I) layer/(II) layer/(III) layer/(II) layer/(I) layer or (I) 
layer/(III) layer/(II) layer/(III) layer/(I) layer. Because Satani discloses a heat shrinkable 
polyolefin series laminated film comprising similar layers having similar materials and similar 
function, it is expected for the film to have a heat shrinking ratio upon immersion in hot water at 
80°C for 10 seconds of 20% or more in at least one of the directions, as in claim 9-11. In claims 
9-11, Applicant claims the phrase, "as measured with a differential scanning calorimeter (DSC)." 
Regardless of the method used to measure a characteristic, the characteristic measured is not 
altered. 

Concerning claim 12, because Satani discloses a heat shrinkable polyolefin series 
laminated film comprising similar layers having similar materials and similar function, as 
disclosed above, it is expected for the film to have a heat shrinking ratio upon immersion in hot 
water at 100 C for 10 seconds of 60% or more in the main shrinking direction, and a maximum 
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shrinking stress in the main shrinking direction of the film upon immersion silicon oil at 80 C 
for 10 seconds of 10 MPa or less. In claim 12, Applicant claims the phrase, "as measured with a 
differential scanning calorimeter (DSC)." Regardless of the method used to measure a 
characteristic, the characteristic is not altered. 

Concerning claims 13-14, the intermediate layer is 60 to 90% of the total thickness of the 
film (page 2, lines 47-50). 

Concerning claim 15, because Satani discloses a heat shrinkable polyolefin series 
laminated film comprising similar layers having similar materials and similar function, as 
disclosed above, it is expected for the film to have a modulus of elasticity n tensile of 1200 MPa 
or more in the direction orthogonal to the main shrinking direction of the film. In claim 15, 
Applicant claims the phrase, "as measured according to JIS K7127". Regardless of the method 
used to measure a characteristic, the characteristic is not altered. 

Concerning claims 16 and 24-25, the reference discloses another olefin resin can be 
mixed in the resin material of the intermediate layer in an amount of 0 to 15% by weight (page 3, 
lines 31-37). 

Concerning claims 19-21 and 28-33, the heat shrinkable film has a specific gravity of less 
than 1 (page 2, lines 41-43). 

Concerning claims 22-23 and 34-37, the heat shrinkable film is made into a label (printer 
layer) which can be attached to a bottle (container) (abstract and page 2, lines 5-6, 41-43) where 
the film, which is made into a label, has a specific gravity of less than 1 (page 2, lines 41-43). 
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Claim Rejections - 35 USC § 103(a) 

4. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Satani et al (EP 
1270203) in view of Ueyama et al (U.S. 6,699,549). 

Satani is taken as above. Satani does not disclose one of the layers further comprising 
liquid paraffin. Ueyama teaches a heat shrinkable multilayer film suitable for use as a heat 
shrinkable material (column 1, lines 7-8 and column 4 lines 6-7) having an inner layer that 
includes linear low density polyethylene (column 5, lines 5 1 -53). Ueyama further teaches it is 
conventional to add an additive into any of the layers, including the linear low density 
polyethylene intermediate layer, such as a lubricant, which includes liquid paraffin (column 6, 
line 62 through column 7, line 2). 

Satani and Ueyama are combinable as they are both directed to heat shrinkable multilayer 
materials. Therefore, it would have been obvious to one of ordinary skill in the art to include 
liquid paraffin in the layers of Satani to achieve the predictable result of preventing the heat 
shrinkable films of Satani from sticking to one another, when not in use and because Ueyama 
teaches it is conventional to add lubricants, such as liquid paraffin to heat shrinkable film layers. 

Response to Arguments 

5. The rejection made under 35 U.S.C. 1 12, second paragraph is withdrawn due to 
Applicant amending claims 9 and 12 to more particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
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The rejection made under 35 U.S.C. 102(b) as being anticipated by Satani et al (EP 
1270203) is withdrawn due to Applicant incorporating cancelled claim 18 into claim 1, which is 
not anticipated by Satani. 

Applicant's arguments of the rejection made under 35 U.S.C. 103(a) as being 
unpatentable over Satani et al (EP 1270203) in view of Ueyama et al (U.S. 6,699,549) has been 
considered but is unpersuasive. Applicant argues Satani does not describe heat shrinkable 
polyolefin films that contain 5 layers, or 5 layer films having either layer arrangement of (I) 
layer/(II) layer/(III) layer/(II) layer/(I) layer or (I) layer/(III) layer/(II) layer/(III) layer/(I) layer. 
Satani discloses three or more layers comprising two surface layers and an intermediate layer 
(page 3, lines 10-14). Because there can only be two surface layers, it is reasonable to expect 
multiple intermediate layers, such as three intermediate layers, between the surface layers, where 
the intermediate layer (14) comprises both a polyethylene and cyclic resin, which meets the 
requirements of claimed layers II and III and the layer arrangement of (I) layer/(II) layer/(III) 
layer/(II) layer/(I) layer or (I) layer/(III) layer/(II) layer/(III) layer/(I) layer. 

Applicant further argues Satani instructs that a surface layer that contains both cyclic 
olefin and polyethylene should not have more than 5% polyethylene as at page 4, lines 10-11. 
Examiner acknowledges Applicant's argument; however, Applicant is limiting the scope of 
Satani's disclosure. Page 6, lines 41-46 discloses that it is possible to have 80% by weight of the 
surface layers as cyclic olefin copolymer resin and 20% by weight of the surface layers as 
polyethylene (page 6, lines 41-46). Applicant argues Satani does not teach intermediate layer 
(III) because intermediate layer III contains cyclic olefin as the main component. Intermediate 
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layer III requires cyclic olefin; however does not disclose cyclic olefin as a main component, as 
argued by Applicant. 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571-272-1522. 
The examiner can normally be reached on Monday through Friday 9:00 AM - 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample, can be reached on 571-272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Supervisory Patent Examiner, Art Unit 1794 



